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DETAILED ACTION 

1 . Claims 1-28 have been examined. 

Claim Objections 

2. Claim 28 is objected to because of the following informalities: the claim refers to 
a program claimed in claim 24, however, claim 24 claims an information providing 
method; a program is claimed in claim 25. Appropriate correction is required. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Information providing system utilizing IC cards 
and method thereof. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more clainns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 20 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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6. Claim 20 recites the limitation "the communication terminal device" in line 9. 
There is insufficient antecedent basis for this limitation in the claim. ' 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 1 02(e)). 

8. Claims 1, 3-8, 10-12, 14, 15 and 18 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Davis et al. U.S. Patent No. 6,282,522 (hereinafter Davis). 
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9. As per claim 1 , Davis discloses an information providing system for enabling the 
viewing of contents of a data holding device capable of holding data including personal 
information for recognizing at least users, using a communication terminal device (see 
Davis, Figure 4, Reference Nos. 5, 204 and 210), the system comprising: 

a. a first information processing unit for monitoring and holding contents 
information of the data in the data holding device, and providing the contents 
information held therein upon receiving a contents information readout request 
(see Davis, Figure 4, Reference Nos. 224 and 226); and 

b. a second information processing unit for receiving contents information 
access requests sent from the communication terminal device via a 
communication network and outputting the contents information readout request 
to the first information processing unit so as to request supply of contents 
information of the data holding device, and transmitting the supplied contents 
information to the communication terminal device (see Davis, Figure 4, 
Reference Nos. 206 and 214-216; Figure 5, Reference Nos. 206 and 214); 

c. wherein the communication terminal device includes a display unit, a 
communication unit, and a transmitter for transmitting the contents information 
access requests from the communication unit to the second information 
processing unit, and receiving the contents information of the data holding device 
transmitted from the second information processing unit, such that received 
contents information is displayed on the display unit (see Davis, col. 12, lines 23- 
45). 
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The aforementioned cover the limitations of claim 1 . 

10. As per claim 3, Davis discloses a system as outlined above in the claim 1 
rejection under 35 U.S.C. 102(e). In addition, the system further connprises: a dedicated 
terminal device for performing exchange of data between the first information 
processing unit and the data holding device, wherein the first information processing 
unit performs predetermined processing based on the data holding device data, and 
updates the data held therein. See Davis, col. 12, lines 1-45. The aforementioned 
cover the limitations of claim 3. 

11. As per claim 4, Davis discloses a system as outlined above in the claim 1 
rejection under 35 U.S.C. 102(e). In addition, the data holding device is an IC card. 
See Davis, col. 10, line 66-col. 11, line 47. The aforementioned cover the limitations of 
claim 4. 

12. As per claim 5, Davis discloses a system as outlined above in the claim 1 
rejection under 35 U.S.C. 102(e). In addition, the communication terminal device is a 
cellular telephone, and wherein the cellular telephone and the second information 
processing unit are connected via a cellular telephone communication network. See 
Davis, col. 12, lines 7-1 1 . The aforementioned cover the limitations of claim 5. 
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1 3. As per claim 6, Davis discloses a system as outlined above in the claim 1 
rejection under 35 U.S.C. 102(e). In addition, the communication terminal device is a 
personal computer communication terminal device, and wherein the personal computer 
communication terminal device and the second information processing unit are 
connected via the Internet. See Davis, Abstract and col. 12, line 5. The aforementioned 
cover the limitations of claim 6. 

14. As per claims 7 and 8, Davis discloses a method as outlined above in the claim 1 
and 3 rejections under 35 U.S.C. 102(e). In addition, the method handles a plurality of 
data holding devices and data held in the multiple data holding devices are supplied to 
parties requesting access to the held data. See Davis, col. 6, lines 18-26; Figure 4, 
Reference Nos. 324, 236 and 235. The aforementioned cover the limitations of claims 7 
and 8. 

15. As per claim 10, Davis discloses a method as outlined above in the claim 7 
rejection under 35 U.S.C. 102(e). In addition, the supplied contents information is 
displayed on a predetermined terminal device. See Davis, col. 7, lines 11-12. The 
aforementioned cover the limitations of claim 10. 

1 6. As per claim 1 1 , Davis discloses a system as outlined above in the claim 7 
rejection under 35 U.S.C. 102(e). In addition, the method further comprises the steps 
of: 
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d. performing settlement processing regarding settlement performed by the 
data holding device (see Davis, Figure 5, Reference Nos. 308, 314 and 318); and 

e. updating the contents information of data of the data holding device 
generated by the settlement processing, and transmitting to the data holding 
device (see Davis, Figure 5, Reference No. 318). 

The aforementioned cover the limitations of claim 1 1 . 

17. As per claim 12, Davis discloses a method as outlined above in the claim 1 1 
rejection under 35 U.S.C. 102(e). In addition, the updated information is displayed on 
the communication terminal device. See Davis, Figure 10, Reference Nos. 514 and 
516. The aforementioned cover the limitations of claim 12. 

18. As per claim 14, Davis discloses an information providing system for performing 
predetermined processing using a data holding device capable of holding data including 
personal information for recognizing at least users, and a communication terminal 
device, the system comprising: 

a. a first information processing unit which, upon receiving transaction start 
information via a communication network, outputs a verification response 
confirmation request, performs predetermined processing based on the data of 
the data holding device upon receiving a response signal sent from the 
communication terminal device, and holds at least processing data (see Davis, 
Figure 4, Reference Nos. 224 and 226 and related text); and 
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b. a second information processing unit which, upon receiving the verification 
response request, confirms the communication terminal device corresponding to 
the identification information of the data holding device registered beforehand, 
calls up the communication terminal device via the communication network, and 
upon receiving a response signal from the communication terminal device 
supplies the response signal to the first information processing unit (see Davis, 
Figure 5, Reference No. 206 and 214, and related text). 
The aforementioned cover the limitations of claim 14. 

19. As per claim 15, Davis discloses a system as outlined above in the claim 14 
rejection under 35 U.S.C. 102(e). In addition, the first information processing unit 
receives identification information of the data holding device in addition to transaction 
start information, performs collation of the identification information, and in the event 
that positive results are obtained from the collation, outputs a certification response 
confirmation request to the second information processing unit. See Davis, Figure 7, 
Reference No. 356. The aforementioned cover the limitations of claim 15. 

20. As per claim 18, Davis discloses a system as outlined above in the claim 14 
rejection under 35 U.S.C. 102(e). In addition, the first information processing unit 
monitors and holds contents information of data of the data holding device, and upon 
receiving a contents information readout request provides the contents information held 
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in tile corresponding data holding device to the requesting party (see Davis, Figure 7, 
Reference No. 234); 

a. and wherein, upon receiving a contents information access request, the 
second information processing unit outputs a contents information readout 
request to the first information processing unit and requests the contents 
information of the data holding device, and transmits supplied contents 
information to the communication network (see Davis, Figure 7, Reference Nos. 
310,312, 314a and 316a); 

b. and wherein the communication terminal device further includes at least a 
display unit, with the contents information access request being transmitted by 
the communication unit thereof to the second information processing unit via the 
communication network, the contents information being displayed on the display 
unit upon the contents information of the data holding device transmitted from the 
first information processing unit having being received via the communication 
network (see Davis, Figure 7 and Figure 10, Reference Nos. 512, 514 and 516). 

The aforementioned cover the limitations of claim 18. 

21 . Claims 25 and 26 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Claus U.S. Patent No. 5,461,217 (hereinafter Claus). 

22. As per claim 25, Claus discloses a program for a computer, wherein the 
computer executes the steps of: 
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a. receiving data of a shop data holding device capable of holding data 
containing information identifying at least providers which provide products or 
services, transmitted from a communication terminal device (see Claus, Figure 1, 
Reference Nos. 105, 130, 143 and 151); 

b. receiving data of the shop data holding device and performing 
predetermined collation thereof, and upon obtaining positive collation results 
transmitting a transaction processing continuation signal to the communication 
terminal device (see Claus, Figure 1, Reference Nos. 110, 116, 141 and 145); 

c. receiving data of a user data holding device capable of holding data 
containing personal information identifying at least users, transmitted from the 
communication terminal device (see Claus, Figure, 1, Reference Nos. 107, 114 
and 149); and 

d. upon receiving the data of the user data holding device, performing 
predetermined processing based on the data, and holding at least processing 
data (see Claus, Figure 1, Reference Nos. 122 and 126; Figure 2). 

The aforementioned cover the limitations of claim 25. 

23. As per claim 26, Claus discloses a program for a computer as outlined above in 
the claim 25 rejection under 35 U.S.C. 102(b). In addition, in the data reception step, 
identification information of the user data holding device is received in addition to the 
data of the user data holding device; and wherein, in the processing data holding, upon 
performing collation of the identification information and obtaining positive collation 
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results, predetermined processing is performed based on the data of the user data 
holding device. See Claus, Figure 1, Reference Nos. 114, 122 and 126; Figure 2. The 
aforementioned cover the limitations of claim 26. 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which fornns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claims 2, 9, 13 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis in view of Walker et al. U.S. Patent No. 5,828,751 (hereinafter 
Walker). 

26. As per claim 2, Davis discloses a system as outlined above in the claim 1 
rejection under 35 U.S.C. 102(e). In addition, the communication terminal device 
transmits IC card identification information in addition to the contents information access 
request, and wherein the second information processing unit collates received IC card 
identification information and pre-registered identification information, and outputs the 
contents information readout request to the first information processing unit in the event 
that the received identification information and pre-registered identification information 
match. See Davis, col. 17, lines 27-51 . However, Davis does not teach transmitting 
and verifying terminal identification information. Walker teaches transmitting and 
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verifying terminal identification infornnation to ensure the identity of the device handling 
a transaction. See Walker, col. 4, line 38. It would be obvious to one of ordinary skill in 
the art at the tinne the invention was made to transmit and verify the terminal 
identification information in the system of Davis to secure the terminal device as taught 
by Walker. Ibid. The aforementioned cover the limitations of claim 2. 

27. As per claim 9, it is a method claim corresponding to claims 2 and 8, and it does 
not teach or define above the information claimed in claims 2 and 8. Therefore, claim 9 
is rejected as being unpatentable over Davis in view of Walker for the same reasons set 
forth in the rejections of claims 2 and 8. 

28. As per claim 13, it is a method claim corresponding to claim 2, and it does not 
teach or define above the information claimed in claim 2. Therefore, claim 13 is 
rejected as being unpatentable over Davis in view of Walker for the same reasons set 
forth in the rejection of claim 2. 

29. As per claim 1 6, it is a claim covered by the teachings outlined in the claim 2 and 
14 rejections, and it does not teach or define above the inventions outlined in the claim 
2 and 14 rejections. Therefore, claim 13 is rejected as being unpatentable over Davis in 
view of Walker for the same reasons set forth in the rejections of claims 2 and 14. 
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30. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Davis in 
view of Nerlikar U.S. Patent No. 5,629,981 (hereinafter Nerliker). 

31 . As per claim 17, Davis covers a system as outlined above in the claim 14 
rejection under 35 U.S.C. 103(a). Davis does not disclose controlling output response 
signals based on position information of the communication terminal device. Nerliker 
teaches verifying a message from a device based on, inter alia, position information of 
the device, wherein the received position data from the device is compared to the 
expected position data, and if a match is found then the message is verified. See 
Nerliker, Figure 6; col. 9, lines 40-50. It would be obvious to one of ordinary skill in the 
art at the time the invention was made to continue transaction processing when the 
location of a device is verified to ensure that a requesting party of a transaction is 
verified to perform transactions within authorized areas. See Nerliker, col. 2, lines 39- 
50. The aforementioned cover the limitations of claim 1 7. 

32. Claims 19-21 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis in view of Claus. 

33. As per claims 19 and 20, Davis covers a system as outlined above. Davis does 
not disclose a second data holding device capable of holding data containing 
information that identify providers which provide at least products or services. Claus 
teaches transfer techniques using smart cards where a first data holding device is 
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capable of holding personal information identifying at least users, and a second data 
holding device is capable of holding data containing information identifying providers 
which provide at least products or services. See Glaus, col. 2, lines 44-57. It would be 
obvious to one of ordinary skill in the art at the time the invention was made for data 
holding devices to be utilized by both at least users and at least providers to ensure the 
security and Identity of both parties of a transaction as taught by Glaus. Ibid. Hence, 
the invention covered by Davis in view of Glaus covers the following: 

a. a first data holding device capable of holding data containing personal 
information identifying at least users (see Glaus, Figure 1 , Reference Nos. 102 
and 107); 

b. a second data holding device capable of holding data containing 
information identifying providers which provide at least products or services (see 
Glaus, Figure 1, Reference Nos. 104 and 105); 

c. a communication terminal device capable of performing data exchange 
between the first and second data holding devices and capable of 
communicating via a communication network (see Glaus, Figure 1, Reference 
No. 106); and 

d. an information processing unit which performs predetermined collation 
upon reception of data of the second data holding device transmitted from the 
communication terminal device, and upon obtaining positive collation results 
transmits a transaction processing continuation signal to the communication 
terminal device via the communication network, and then upon receiving the data 
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of the first data holding device performs predetermined processing based on the 
received data, and holds at least processing data (see Davis, Figure 4, 
Reference Nos. 206, 214-216 and 238; Figure 5, Reference Nos. 312, 314, 324 
and 326; col. 14, lines 18-25). 
The aforementioned cover the limitations of claims 19 and 20. 

34. As per claim 21 , Davis covers a method as outlined above in the claim 1 9 and 20 
rejections under 35 U.S.C. 103(e). In addition, in the data transmitting step of the first 
data holding device, identification information of the first data holding device is 
transmitted in addition to the data, and in the processing data holding step, collation of 
the identification information is performed, and in the event that positive collation results 
are obtained, predetermined processing is performed based on the data of the first data 
holding device. See Davis, Figure 5, References No. 324 and 326. The 
aforementioned cover the limitations of claim 21 . 

35. As per claim 24, Davis covers a method as outlined above in the claim 21 
rejection under 35 U.S.C. 103(a). In addition, the first and second data holding devices 
are each IC cards. See Claus, Figure 5, Reference Nos. 102 and 104, The 
aforementioned cover the limitations of claim 24. 

36. Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis in view of Claus, and further in view of Nerlikar. 
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37. As per claim 22 and 23, Davis covers a system as outlined above in the claim 20 
and 21 rejections under 35 U.S.C. 103(a). Davis does not disclose controlling output 
response signals based on position information of the communication terminal device. 
Nerliker teaches verifying a message from a device based on, inter alia, position 
information of the device, wherein the received position data from the device is 
compared to the expected position data, and if a match is found then the message is 
verified. See Nerliker, Figure 6; col. 9, lines 40-50. It would be obvious to one of 
ordinary skill in the art at the time the invention was made to continue transaction 
processing when the location of a device is verified to ensure a requesting party of a 
transaction is verified to perform transactions within authorized areas. See Nerliker, col. 
2, lines 39-50. The aforementioned cover the limitations of claims 22 and 23. 

38. Claim 27 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Claus in 
view of Nerlikar. 

39. As per claim 27, Claus discloses a program as outlined above in the claim 25 
rejection under 35 U.S.C. 102(b). Claus does not disclose controlling output response 
signals based on position information of the communication terminal device. Nerliker 
teaches verifying a message from a device based on, inter alia, position information of 
the device, wherein the received position data from the device is compared to the 
expected position data, and if a match is found then the message is verified. See 
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Nerliker, Figure 6; col. 9, lines 40-50. It would be obvious to one of ordinary skill in the 
art at the tinne the invention was made to continue transaction processing when the 
location of a device is verified to ensure a requesting party of a transaction is verified to 
perform transactions within authorized areas. See Nerliker, col. 2, lines 39-50. The 
aforementioned cover the limitations of claim 27. 

40. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Claus in 
view of Davis. 

41 . As per claim 28, Claus discloses a program as outlined above in the claim 25 
rejection under 35 U.S.C. 102(b). Claus does not disclose the communication terminal 
device is a cellular phone. Davis teaches a payment system using a smart card 
wherein the communication terminal device communicating with the smart card in a 
payment transaction is a cellular phone. See Davis, col. 12, lines 7-1 1 . It would be 
obvious to one of ordinary skill in the art at the time the invention was made for the 
communication terminal device to be a cellular phone. Motivation for combination 
enables users to make secure transactions using the convenience and portability of a 
mobile phone as known to one of ordinary skill in the art and as taught by Davis. Ibid. 
The aforementioned cover the limitations of claim 28. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Oneda U.S. Patent No. 5,965,860. 
Tomoyuki et al. U.S. Patent No. 5,991 ,747. 
Shiobara et al. U.S. Patent No. 6,105,864. 
Kawamoto U.S. Patent No. 6,108,554. 

Telephone Inquiry Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jung W Kim whose telephone number is (703) 305- 
8289. The examiner can normally be reached on M-F 9:00-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on (703) 305-1830. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free), f J 




Jung W Kim 
Examiner 
Art Unit 21 32 



Jk 

September 23, 2004 
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